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REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE: 11/6/2008

Applicant is requesting reconsideration of a final refusal issued/mailed April 14, 2008.

After careful consideration of the law and facts of the case, the examining attorney must deny the
request for reconsideration and adhere to the final action as written since no new facts or reasons have
been presented that are significant and compelling with regard to the point at issue.

The Examining Attorney notes that applicant initially attempted to amend the application to pursue
registration under Section 2(f), which in view of the ITU status, was refused as premature, which issue
applicant has since abandoned in favor of traversing the Section 2(e)(4) refusal.

In its request for reconsideration, Applicant addressed the Section 2(e)(4) refusal again raising issues all

previously considered. However, some of applicant’s comments are of specific note and warrant further
response.

First, applicant correctly notes that the determinative issue here is the “primary perception” of the term
DANAHER to a consumer. Of course, applicant argues DANAHER will not have primary significance
as a surname based on its limited use as a surname, and proceeds to attack the evidence (e.g., the number
of hits in telephone directories, and so forth). Applicant draws a parallel to the “Ducharme” surname
case (citing /n re Kahan 184 U.S.P.Q. at 422), in which the name appeared in “approximately 4 ten
thousandths of one percent (0.0004%)” of all names, as presumably does the Danaher surname. A
Applicant therefore argues that the evidence is alleged to be insufficient to meet the Office’s evidentiary
burden. However, DANAHER is a name having a frequency of occurrence better than 24% of a!l U.S.
names, which suggests that, if applicant’s argument were adopted (i.e., that an arbitrary line is drawn
based on percentages) no matter what the name, all those names with a frequency of less than 76th
percentile would then per se not be “primarily” a surname. This is clearly not the test, and hence such
evidence of “rarity” is not determinative. The fact that a surname is rare does not per se preclude a
finding that a term is primarily merely a surname. TMEP Section1211.01(a)(v). Even a rare surname
may be held primarily merely a surname if its primary significance to purchasers is that of a surname.
See In re Etablissements Darty et Fils, 759 F.2d 15, 225 USPQ 652 (Fed. Cir. 1985) (DARTY held
primarily merely a surname); [ re Rebo High Definition Studio Inc., 15 USPQ2d 1314 (TTAB 1990)
(REBO held primarily merely a surname); In re Pohang Iron & Steel Co., Ltd., 230 USPQ 79 (TTAB
1986) (POSTEN held primarily merely a surname). Regardless of the rarity of the surname, the test is
whether the primary significance of the term to the purchasing public is that of a surname. TMEP
Section1211.01(a)(v). '

Applicant thus turns to the argument that the word “Danaher” conveys impressions other than as a
surname; “Danaher” is the name of a river, which is a tributary to the South Fork of the Flathead River
in western Montana, also referred to “Danaher Creek” or “Danaher Basin” (Applicant’s Exhibit D);
“Danaher” is also the name of a settlement in Michigan (Applicant’s Exhibit E); “Mount Danaher” is the
name of a mountain summit in El Dorado County in the state of California (Applicant’s Exhibit F); and
“Danaher” is the name of 2 mountain summit in Montana (Applicant’s Exhibit G). Applicant hence
argues

The Examining Attorney summarily dismisses the evidence that the mark DANAHER
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has a recognized meaning other than as a surname, stating that “no evidence has been
presented that the features are in any way related to the use of mark or the production
of the goods, i.e. Danaher Creek, Montana or Danaher, Michigan, the areas are
predominantly recreational (fly fishing), not manufacturing.” The analysis of whether
amark is primarily merely a surame has no requirement that the meaning of a mark
must have some connection to the use of the mark or production of the goods.

The applicant misconstrues the point; applicant is not required to provide evidence of any connection
with these geographic areas, but may provide rebuttal evidence that the primary consumer recognition of
the mark relates to these locations sufficiently to better overcome the prima facie evidence of surname
usage. However, the only evidence provided is Applicant’s web page stating the corporate name was
conceived on a fishing trip to Danaher Creek. The evidence of a connection between applicant and the
location must be sufficient to shift the focus from its use as a surname to the geographic nature of area
so that, when viewing applicant’s mark, the consumer favors a connection with that area rather than
(1}
simply it as a surname.  Applicant did not choose “Danaher Creek” as its mark; it chose simply
“Danaher”. The evidence, i.e., simple reference to the existence of these places or applicant’s intent in
naming itself, is insufficient to swing the balance away from DANAHER being primarily viewed as a
surname, particularly when western creeks and regions are well-known to have been named after the
explorers or locals who discovered them or exploited them. Applicant’s own Exhibit D (Trails.com
website) proves the Examining Attorney’s point that the place name was named using a surname, the
document stating A

The Danaher Valley is known for its expanses of grassy meadows that allow sweeping
views of the surrounding mountains. Flathead Indians often passed through this country
on their way to hunt the buffalo on the high plains. Later, this valley was the site of the
only homesteading activity on the western side of the wildemess, a small ranch
established by the Danaher family near Bar Creek.

As stated in the final action, the fact that a term is shown to have some minor significance as a
geographical term will not dissipate its primary significance as a surname. In re Hamilton Pharms. Ltd.,
27 USPQ2d 1939, 1943 (TTAB 1993); in re Picone, 221 USPQ 93, 95 (TTAB 1984), TMEP §1211.01
(a)(iii). This is particularly true where name of the area is based on a family surname. Attached is
additional evidence from Ancestry.com web pages showing Danaher family history in California,
Michigan, and Montana.

Applicant further argues that where there is doubt or ambiguity thereby defying prediction of the
perception of the public of the mark as a surname, the mark should register. Applicant puts forth the
argument that

[e]qually as plausible as the Examining Attorney’s scenarios is that consumers will
perceive the mark to be a derivative of the Celtic word “Dana’” meaning “swift
flowing.” Exhibit H. In addition to the connection with a river, “swift flowing” has
suggestive qualities as an attribute of the Applicant’s business (“a manufacturing
company dedicated to continuous improvement and customer satisfaction”).

The purpose of the Examining Attorney’s examples and scenarios are not intended as proof, but to
provide a scnse of reasonable boundaries when the “primary” threshold might be crossed under different
circumstances. Likewise, Applicant’s Exhibit H suggests “Dana” is Celtic for “swift flowing” and
applicant attempts to link that to its company’s dedication to “continuous improvement”. However, the
mark is not Dana; it is Danaher, which the evidence shows is a surname, in a first instance of Irish origin
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and in a second instance of Scottish origin. In every instance, the consideration of the various uses of
“Danaher”” (whether as in “Danaher Valley”, “Mt. Danaher” or “Danaher Creek” -- none of which rely
simply on “Danaher” to confer geographic significance as each must append a term to Danaher to know
that it is a geographic location) repeatedly return to the use or origin of Danaher as a surname. Hence,
the primary use of DANAHER (standing alone) is undoubtedly as a sumame, and geographic place
names incorporating the sumame, which unlike the term Danaher standing alone were not adopted by
applicant as its mark, are insufficient evidence and fail to diminish the surname significance of
“Danaher” when standing alone.

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date
the final action was issued/mailed. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c). If applicant

has already filed a timely notice of appeal, the application will be forwarded to the Trademark Trial and
Appeal Board (TTAB).

fHanno Rittner/

Trademark Examining Attorney
Law Office 117
hanno.rittner@uspto.gov

(571) 272-7188 (phone)
(571)273-7188 (fax) .

STATUS CHECK: Check the status of the application at least once every six months from the initial -
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at hitp://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the |
complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.

|

By analogy to the term “Phoenix” which has dual meanings of a mythical bird and a major metropolitan city, Applicant is
not from “Danaher Creek” or “Danaher Valley” or “Danaher, Michigan”. Hence, the connection of “Danaher” as it relates to
these places is insignificant and the primary perception remains the use of Danaher as a surname, unlike a company from
Phoenix, obviously first believed to refer to the location, and no longer primarily viewed as a mythical bird.
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This is the Danaher Family Tree website of William

Dansher born 1884 in Shanagolden/Foynes Irsland to
John-and Jane Danaher. Welcome to our Family Tree, we
encourage your participation and hope you enjoy your visit.

- On'May 14, 1904, our forbearer, William Danaher
‘arrived in the United States of America from Limerick,
Irelend;. He landed in New Yark at Elfis 1sland, 20 years of
age. His father had booksd his passage aboard the Ship
Campania and with:$10 in his pocket, he was headed to St.
Louis, Missour to'jain his cousin Peter McGovern and start
fife in Amarica.

in the years that followed, he married Mary Walsh,
moved to Kansas Lity, Missouri, and fathered three
children, William, Mary and Rodger. As their descendents,
we-happily celebrate the centennial of William Danaher’s
“coming o Amenca.
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Danaher Family Tree
THE DANAHER'S
Castlemahon

In the middie of the 17th cenu;ry, two brothers named Maurice and
Phil Danaher came to the parish of Rathranan, nowadays called

Athea. Tradition tells us that they came from north Tipperary “gan
brog gan stocai”, fleeing from Brodel’s persecution-a Cromwellian

* Officer who was rounding up hundreds of young people to be

dispatched to the West Indies &5 “indentured fabour® i.e. as slaves. In
their flight they delayed at Rathronan Where they ultimately got a
tenancy of two holdings from the Earl of Devon. Maurice Danaher
was allowed to settle at Mothar Glas at the eastern side of
Glenagower, Philip Danaher seitled at Cnocstrasna-Choile. The land
here has been broken-in and was one of the two places in the parish,
which was designated as “gniomh* or “plough land”.....

...After Maurice Danaher’s death the tenancy of the farm at Mothar
Glas passed on to his son Daniel. Amang the latter’s family was a son
named Daniel. He went to Spain where he was studying at
Salamanca. He spent some years in Spain in the Spanish army. Itis
no known when Daniel went to Spain, but he returned to Ireland in
1731. He brought with him fram Spain several books and a Wwife.
Soon after coming to Ireland he settled in Castliemahon in the town
land of Lios an Uisce. He got a tenancy of a farm from the Landlord
Viscount Southwell when he found that Danaher could teach...
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..A hedge-school quickly started up and soon the Landlord’s sons
gained entry ...

...... Daniel Danaher was followed in Lios an Uisce by his son Patrick
who carried on a hedge-school there as did Patrick’s son John and
one of this John Danaher’s sons named Daniel.....who did not occupy
the Tenancy of the farm.

Glenagower

When the area was applotted for tithes in 1833 Philip Danaher held
222 acres and Maurice Danaher 93.... In the civil survey of 1654 it
seems to have been held by the McSheahys.

Advancing to 1852 we find that Thomas Batson was then the landlord
in succession to Stephen Dixion of Limerick. The town land has a
hedge-school in 1839, which had 36 boys and 27 girls in 1840, In
1R52 Phillin Danahar nrrupind 334 acres and Maurica Nanaher 93
acres. The lands were bought from the then landiord the Hon. Eva
Frances Caroline Kerr in 1307, The residents in the 1910 census
were:

william Danaher, Philip Sheahan, Ellen Daiton, Richard White, Pat
Danaher , Dan Dalton, James Lynch, Pat Fitzgeraid, Pat Ahern, Tim
Gallagher, John Doody, Pat Murphy, Michael Kiely, James P White and
Kate Roche

The population in 1841 was 125 people in 15 houses. The famine took
its toll; by 1851 there were only 82 people in 11 houses.

Author unknown

THE DANAHER'S

West Limerick and North Kerry Family
With far flung genealogical line

*Cork Weeklp Examiner dated Oct 16 1931

A brief account of the history of this re-markable family may be of
interest to many who have doubtless wondered at the prevalence of
the name in North Kerry and West Limerick, and may have some
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knowledge of it's very many intersections. We have it from tradition

“routside of Ireland that the first of the Danaher’s to settie in West Limerick were two
the sun does not shine brothers, Phil and Maurice, who fled from the borders of Cork and
ona sattbemant in Waterford ot the time of *Drodels Persccution” as it wos celled, when
which'tha name he {Brodel) volunteered to procure thousands of slaves for the
Danaher is not 't be English Govt. to be sent to work on sugar plantations of the

found. Needless to say Bermudas. Those two boys ran away barefooted, it seems, from their
DAMALIL 33 o b liberniar home, and never stopped untl they reached Rathrenan, better known

aarha, today as Athea in County Limerick. They settled, Phil at Parkmount
This'is a quote fromean . and Maurice at Glenagower, and both of these places are

article frorn The Cork censequently the cradle of the name as far as West Limerick and
Waekiy 520")‘"" North Kerry ere concerned. At Parkmount, Phit marned, and there
dated Oct 16 1931 were 5 sons of the union; Tim, John, William, Maurice and Michael,
“The Danahers” see besides possibly a daughter or two. (I'm only the messenger!)

full stary . Tim (the son) got married to a Miss McCoy, and retained Parkmount,

of which place the family line is still in possession. Tim’s son Dan
passed the place down to his son of the same name, whose son John
is the present possessor. John son of Phil went to North Kerry, where
his sons Dan and Tim held possession after him. There is no male
representative of either today, and the family name is extinet at
Kilarda, North Kerry. Tim, who married a Miss Roche, was the father
of ene son ond five daughters, amongst whom were three who
became the mothers of the Trants and O'Connells of Listowel and the
Danaher’s of Parkmount, Athea.
William, Maurice and Michael the other sons of Phil of Parkmount,
spent their lives at Knocktane Valley, Templeathea, where they are
individually represented today by the Hanley’s, the Danaher’s and the
Tierney’s. One of Phil’s daughters became Mrs. Woulfe of Cratice
West, and was mother of Phil Woulfe of that place, whose
descendants are still in possession. So much for the Parkmounts wing
of the family. Maurice Danaher of Glenagower, was father of a family
there amongst who was Phil and Mrs. Tierney, late of Templegiantine.
Phil got married to the sister-in-law of the late William Clery of
Templeathea, and became the father of Maurice; Phil, William, Tim,
Mat, Don and James, besides two or three daughters onc of whom
was a Mrs. Quaid. The sons of Phil Danaher all became settled in
. West Limerick, at Glenagower, Moyhaglass Bally-hahill, Shanaglden
i . and Loughill, where they are respectively represented by members of
P Lheir fausilies, ;

The two original Danaher’s of Parkmount and Glenagower, by their

action in taking fiight frorm Waterford, proved to the world that they

at least would never be "willing slaves” and today (1931) it would be




http://danaherfamilytree, c om/history htmi 11/06/2008 03:19.21 PM

next to impossibie to enurnerate their descendants and connections
(times thousands in 2001) .

The Danaher’s of today (1931) have developed a marked amount of
ability. Maurice Danaher barrister-ét-law, Miss Bridie Danaher, now
Mrs.

Lindsay, is an MA and was lecturer in German at Galway University
Father Danaher of the Oblate order is a Dector of Philosophy. Dr
James Danaher is an MD in England. Daniel Dansher late of
Parksmount was a University graduate when such advanced lsarning
was uncommon in Ireland, and his brother Timothy (my grandfather)
has written attractively in verse. There is hardly a Celtic name on the
roll that has not become jeined to the name Dansher.

Tho familios of Wost Limorick and North Korry arc only a small part
of the name, which is also found in Waterford, Cork, Clare and
Galway, and in fact outside of Ireland the sun does not shine on a
settiement in which the name Danaher is not to be found. They have
taken their places with distinction in the Legislatures of the world, and
are to be found in the ranks of professicnals as well as being
engaged in all legitimate pursuits in lands of their adoption.

Needless to say DANAHER is a Hibernian name.

*This is @ re-print of ar article from the Cork Weekly Examiner dated
QOct 16 1931
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Danaher Family Crest and Name History

From wwaw. RouseQfNames.com Archives copytight @ 2000 - 2008 .

For Surrrame

= TextSize # . ¢

@ Origin Displayed: Scottish )
YWhere did the Stottish Danaher family come from? Whatis the Scottish coat of ammsifamily crest? Buy PUE History

When did the Danaher family first arrive in the United States? Where did the various branches of the
T s family go? What is the history of the family name? Danaher PDF Surname History

The first ime Danaher was used as a sumame was among the Pict clans of ancient Scotiand. The
1@‘*.4.‘55(1,35 name Danaher comes from the personal name Dennis. Danaher is a patronymic surname, which
TESTED DALY 0%-Nov belongs to the category of hereditary surnames. Some patronyms were formed from the personal

< names of the father of the bearer, while others came from prominent religious and secular figures.
The surnamse D was first i dinlL hire, priot to the Norman Conquest of England
in 1068. :

= TR, When the first dictionaries wera invented in the last few hundred years, spelling gradually became
L TWop Seller standardized. Before that time, scribes spelied according to sound. Names were ofien recorded under
Danaher Armorisl dm’ergn! spe!lnngvarlauuns everytime mfevwere written. Danaher has been written Denny, Denney,
History with Cost of Dennie, Dsnie, Denye, Deannsy, Deannie and many mare.

First found in Lancashire where they were seated from anclent times.

The crossing to North America did not seem so greatin comparison with the hardships many Scots
gndured at home. it was iong, expensive, and cramped, but also rewarding. North America offered
tand and the chance for setfters to prove themselves in a new place. And many did prove themselves
as they fought to farge a new nation in the American YWar of independence. The antestors of those
Scots can now exparience much of their once-last heritage through the clan societiss and highland ® Danaher history with Dansher Family Crest @ About Family
games that have sprung up across North America in the last century. A search of immigration and : ® Danaher Motto Transtated Cresys H
passenger lists revealed many important, early immigrants to North America bearing the name of i Danaher Produdts :
Danaher: Themas Denny from Combs, Deven, England settied in Leicester, Massachusetts in 1846, '~ -----voms-oriommmnmmrimmarmrr i iamass e i e
Mary Denny settled in New England (Massachusetts) in 1635; another Mary Denny settied in Marytand in 1736.
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Motto Transiated: My harvest will also arrive.
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Downloads For more infarmation on the 1ast name Danaher, the PDF Surname Historyis available for purchase as well as other products,
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+ Apparel Family Crests: the Heraldlc Artist

1% Armorial histories

« Ceramics We have researched the Danaher family crest in the most recognized sources. Before an artist or craftsman can render a family crest, It must exist. in other words the crest must

have been designed and recorded by the heralds fram time immemorial,

Heraldle designs matriculated by the lay-artist in many cases becomes uninsplred, meretricious and even ugly...

3 More

Hand Painted Plsques N - N
eychains ; Family Crests: Timeline

Many orthe sympols adopted Into armory have been used since the ime of the ancient Egyptians, but heraldry itseir alg not begin untli the 11th certury. in continental Eurape, the

most ancient recorded family crest was distovered upon the monumental efiigy of a Count of Wasserburg in the church of St. Emeran, at Ratisohon, Germany... w

Surname Histories
ravel Mugs £ More
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Family Reuni
smiy Reunions -4 Family Crests: Elements

@ Té Inthe Danaher coat of arms as in all coat of arms the crest is only one element of the full armorial achievement. Again the Family Crest is just part o”the story of Coats of Arms or
Heraldry. Heraldry is defined as the hereditary art or science of ing, the iption is appropriate technical terms of Coats-0fArms and other heraldic and armorial
insignia, and is of very ancient origin...

£ More
Family Crests and Genealogy: how they relate

We encourage you to study the Danaher genealogy to find out if you descend from someone who bore a particular family crest Anyene maldng a study of heraldry usually
becomes interested in Genealogy or seeking legai claim to a particular famity crest. No families, not even the royal houses, can make sound claim o the right to bear arms
uniess d pruven cunnectivn is vslablishigd tirougt ailesled Oenealuyival revurds...

More

Danaher Family Crest Products

Anniversary ;bopma; Products H
Anniversary products for the name Danaher. o heE

Appare! of Arms H
Apparel displaying the Danaher family crest, Coat of Arms & Surname |
Armorial histories History Package

Armorial histories for the name Danaher.
Ceramics

Family CrestImage (jpg)
Heritage Series - 300 DPI :
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Armorial History With Coat :
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((::zramics displaying the family crest for the name Danaher. Key-chain
ip art : =

Clip art of all the most used heratdic pieces. :

Coat of Arms

Coat of Arms for the name Danaher.

Downloads

Downloads showing the Danaher family crest.

Family Crast

Family Crest for the name Danaher.

Family Tree

Family Tree with a Danatter family crest.

Hand Painted Plaques

Hand Painted Plagues emphasing the famity crest for the name Danaher.

Keychains

Keychains showing the Danaher family crest.

Mouse pads

Mouse pads proudly displaying the Danaher family crest.

New Products

New Products displaying the family crest for the name Danaher.

Packagss

Patkages with a Danaher family crest.

Plagues and frames

Plaques and Frames revealing the Danaher family crest.

Surname Historics

Coffea Mug

Armorial History with
Frame
Framed Surname History
and Coatof Arms

Surname Histories for the name Danaher.
Travel Mugs
Travel Mugs with a Danaher coat of arms.

The Danaher Family Crestwas acquired from the Houseofnames.com archives. The Danaher Family Crest was drawn according to heraldic standards based on published
blazons. We generally include the oldest published family crest onte associated with each surname.
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TRADEMARK APPLICATION NO. 77037228 - DANAHER - DNC-0014-T Page 1 of 1

To: Danaher Corporation (TM-CT@cantorcolburn.com)
Subject: TRADEMARK APPLICATION NO. 77037228 - DANAHER - DNC-
0014-T
Sent: 11/6/2008 4:21:45 PM
Sent As: ECOMI117@USPTO.GOV
Attachments:
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 11/6/2008 FOR
APPLICATION SERIAL NO. 77037228

Please follow the instructions below to continue the prosecution of your application:

VIEW OFFICE ACTION: Click on this link http://tmportal.uspto.gov/external/portal/tow?
DDA=Y&serial_number=770372288.doc_type=REC&mail_date=20081106 (or copy and paste
this URL into the address field of your browser), or visit
http://tmportal.uspto.gov/external/portal/tow and enter the application serial number to access
the Office action.

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this notification.

RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if
a response is required; (2) how to respond; and (3) the applicable response time period. Your
response deadline will be calculated from 11/6/2008.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as
the USPTO does NOT accept e-mailed responses. Instead, the USPTO recommends that you

respond online using the Trademark Electronic Application System response form at
http:/flwww.uspto.goviteas/eTEAS pageD.htm.

HELP: For technical assistance in accessing the Office action, please e-mail

TDR@uspto.gov. Please contact the assigned examining attorney with questions about the Office
action.

WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

2. Failure to file any required response by the applicable deadline will result in the
ABANDONMENT of your application.
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